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On functionality determination of trade dress:
From the view of American judicial practice

GAO Yang
(School of Intellectual Property, East China University of Political Science and Law, Shanghai 200042, China)

Abstract: The product’s trade dress, under non-functional condition, can be protected by trademark law or law of unfair
competition. The theoretical basis of non-functional components lies in, on the one hand preventing conflicts with
inventing and applying new type of patents, and on the other hand excluding the protection of trademark law or unjust
competition law on applicable or competitive characteristics as well as maintaining competitive order. The practical
functionality refers to such design as being essential to the utility of the product and affecting the cost and quality of the
product. Meanwhile, substitutive design is not enough to prove the non-functionality of such design. The competitive
necessity test should be up to whether exclusive use of the design would put competitors at a significant
non-reputation-related disadvantage. The present essay, by taking examples from the basic principles and judgment
rules in the functionality analysis of American trade dress, aims at clarifying and resolving relative issues in Chinese
legislation and practice.

Key Words: trade dress; utilitarian functionality; aesthetic functionality; three dimensional trademark
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